distinctly claim the subject matter which applicant regards as the invention. Independent cffiPKCOftj^ 

35 and 42 have been amended as suggested b\ the ! \aminer. The amendment obviates this 
rejection. 



II. Rejection under 35 U.S.C. $103, as being unpatentable over the prior art . Claims 
35-51 have been rejected under 35 I'.S.C. sJlOv as being unpatentable over Bachovehin (./. Biol. 
Chem. 265:3738-3743. 1 WO) or Bachovehin a a! (1 S. Patent 4,935,493 ) or Bachovehin el al 
(VVO 89/03223) or Flentke(/ ) /v>c Sail lead V/ I N!XXISSf v 1991). 

The Examiner cites a single statement in the ./ Biol. ( liem. Bachovehin reference 
(Bachovehin JBC) as grounds for rejecting the pending claims. Specifically, the Examiner takes 
the position that the statement "the earlv fmrtion appears, from the NMR spectra, to be 
approximately 95% enriched in one isomer" represents the description of a composition 
containing 95% of one isomer of a relevant compound. 

Applicant has previously pointed out that the statement made in Bachovehin JBC and 
relied upon by the Examiner was an incorrect statement, as has since been demonstrated in the 
literature and in declaratory evidence submitted to the Patent and Trademark Office (a copy of 
the previously submitted Declaration is enclosed with the present Response). The procedures 
followed in the Bachovehin JBC reference did not. and can noL produce a composition 
comprising 95% of one isomer of the compound. Thus, as Applicant has previously argued, the 
Bachovehin JBC reference does not teach one of ordinary skill in the art to produce a 
composition comprising 95% of one isomer, does not in fact describe such a composition, and 
therefore is not an enabling reference against the present claims. Applicant strongly reasserts 
this view. 

In the Advisory Action mailed Eebruarv E 2<>0(). the Examiner has rejected Applicant's 
previous arguments with rationale that suggests a misunderstanding or misapplication of the law 
and the facts regarding the claimed invention. Specifically, the Examiner states "if a chemist 
stumbles onto the truth fortuitously, and reports in a publication that he obtained compound "X". 
such a report can be sufficient to bar a later scientist from being granted a monopolv on 
compound "V" even if the level of sophistic it ion nf the experiments carried out hv the later 




Bachovchin J IK did not stumble on the claimed composition; the authors did misidentify the 
resulting compounds as the ones claimed. The f \amincr\ position appears to he an inherency 
rejection that the presently claimed invention is inherent in what Bachovchin JBC discloses. 
I lowever. a proper inherency rejection requires that the reference be enabling and be 
reproducible. As is stated in In re Wiggins, 488 f.2d 5.>S. 1 7 l > I SPQ 421 (CCPA 1983), "the 
mere naming of a compound in a reference, without more, cannot constitute a description of the 
compound, particularly when, as in this case, the e\ idenev ot record suggests that a method 
suitable for its preparation was not developed until a date later than that of the reference." As 
amply described in the Declaration of April 1. 1999 and reiterated and amplified in the 
Declaration filed with this Response and discussed below, performing steps of Bachovchin JBC 

doi>\ not nrndnrr the stated rr^nlt ( i r n rnmnnsition rnnt;iininu 0S° f > nf one knmrr^ 

The I xaminer has previously challenged the assertions presented in the Bachovchin 
Declaration of April 1, 1999, but a careful analysis of the f xaminefs comments reveals that they 
reflect a misunderstanding of the relevant technology. Specifically, in the final Office Action 
mailed June 24. 1999. the Examiner offered a variety of technological reasons to reject the 
statements made in the April 1, 1999 Bachovchin Declaration. Many of the assertions made by 
the Examiner are scientifically inaccurate. Specific assertions are addressed individually below; 
a fable is also provided that summarizes Applicant's rebuttal of each of the Kxaminef s 
statements. A second Bachovchin Declaration is also provided, to support Applicant's rebuttal 
statements. 

By way of background. Applicant first points out that, due to the partial double-bond 
character of the (-N linkage in an amide bond, certain amino acids, including proline, can exist 
in either a as or a trans conformation with respect to the amide bond: 



O O COOH 




HOOC 



CU-PlO tKllls-i'lit 



f . m i + 




irons conformation is independent of and unrelated to the stereochemistry at the alpha carbon. 
Therefore, four possible isomers of the compounds disclosed in Bachovshin JBC exist: the 
transA.A -isomer, the //7/m-LD-isomer, the t7\-LJ .-isomer, and the l 7.\- 1 .A )-isomer. I hese four 
isomers are shown below: 




trans-l -Ala-I )-horol 'ro 

cis-L-Ala-D-boroPro 




Irans-i .-Ala-L-boroPro 

cis-1 -Ala-I ,-boroPro 



As was stated in paragraph 7 of the Declaration filed April 2. l c ) c )9, Xaa-boroPro 
molecules undergo an equilibration between the cis and trans conformation. NMR data 
supporting this hypothesis was provided in paragraphs 8-12 of the same Declaration and has 
been published in several scientific papers (Gunther ct al. "Solution Structures of the DP IV 
(CD26) Inhibitor \ al-boroPro Determined by NMR Spectroscopy"" Magnetic Resonance in 
( licmisty 33 : c )5 t )- c )70. 1*^)5: Sudmeier ct al. "Solution Structures of Acti\e and lnacti\e f orms 
of the DP I\' (CD26) Inhibitor Pro-boroPro Determined by NMR Spectroscopy" Iln>chcmi\tyy 
33:12427-12438. 1 W4: Snow ct al "Studies on Proline Boronie Acid Dipeptide Inhibitors of 
Dipeptidyl Peptidase IV: Identification of a Cyclic Species Containing a B-N Bond""./ Am 
Chcm. Soc. I 1 b: 1 0860- 1 086°>. 1W4; Kelly ct al. "Immunosuppressive Boronic Acid Dipcptides: 




copy of each of these references has been submitted with the IDS for this application and an 
additional copv has been enclosed herew ith). In addition, the cis isomer due to the geometry of 
the boron of proline and the nitrogen of alanine can form a covalent N- B bond i shown below). 
The trans isomer does not undergo this cyelization (i.e.. no N->B bond forms) due to the 
geometry of the nitrogen and boron [i.e.. they are not close enough together m the trans 
conformation to form a covalent bond), as stated in paragraphs 6 and 12 ot the I )eelaration filed 
with this Response. 



O 




As stated previously in paragraph 13 of the Declaration filed April 2. the early and 

later fractions described in Bachovchin JBC do not represent the LX and L.D isomers hut rather 
the cis and trans isomers. More specifically, the early fraction represents the trans isomers, both 
LX and L,D; and the later fraction represents the cis isomers, both LX and L.I) (see paragraphs 
8 and 9 of the Declaration submitted April 2. 1999). The separation effected b> silica gel 
chromatography as described in Bachovchin JBC is based entirely on the cis trans geometry of 
the amide bond. There w as no separation based on the stereochemistry of the alpha-carbon of 
boroProline; therefore, the LX and L.D isomers were not separated. The bxamincr has proposed 
separating the LX and L.D stereoisomers by repeatedly passing the mixture through a silica gel 
column; however, ev en multiple passes of the mixture of isomers over a silica gel column would 
not yield separation of the LX and L.D isomers (see paragraph 14 of the Declaration submitted 
with this Response t. 

One of the reasons given by the I xaminer for rejecting the April L 19W Bachov chin 
Declaration is that "there is a contradiction" in the Declaration because it discusses both a 
conformation equilibrium and a covalent bond (see final Office Action of June 24. 19W, page 3. 
starting on line 1 ). This statement by the I xaminer represents a misunderstanding of the science. 
There is no contradiction in the Declaration The "conformation equilibrium on i slow time 




of a bond between nitrogen and boron. A molecule in the cis conformation may subsequently 
undergo c\cIi/ation with the formation of a nitrogen to boron bond. I lowever. this N->B 
eovalent bond is labile allowing for the N->B bond to break and the ci\ isomer to convert back to 
the irons isomer as shown in the scheme below. As stated abo\e and in paragraph 6 of the 
Declaration submitted herewith, the irons isomer does not form a c\clic structure. 



HO^ OH 

O B O O 




cis-l -Aki-I ,-boroPro ci>-1 -Ala-1 -boruPro 

w itli \- -B bond 



The April 1, 1999 Bachovchin Declaration includes a statement that the results observed 
in the Bachovchin JBC reference might be explained by co-clution on a silica gel column of the 
c/\-L,D and the c /.s-L.L isomers with one another, and the separate co-eiution of the trans-L.D 
and trans-l.A, isomers. In the June 24, 1999 f inal Office Action, the 1-xaminer rejects this 
conclusion by offering three arguments that are each scientifically Hawed. 

f irst, the Kxaminer offers that the Declaration also asserts the existence of a 
conformational equilibrium rather than a eovalent bond. As discussed above, the conformational 
equilibrium refers to an equilibrium between the cis and irons conformations, and is not relevant 
to the existence of a eovalent bond. The fact is that the intercom ersion of the cis and irons 
isomers is on such a slow time scale that the two isomers are separable by silica gel 
chromatography. There need be no eovalent bond in order to effect separation of the two 
isomers. 

Second, the 1 xaminer asserts that "the trans-isomer would not be 'trapped' by the boron 
atom." This is correct. 1 lowever. the bxamincr goes on to assert that there would be no cis irons 

wnnie'-i / atii mi t< m- rompoi imN in which no co\ a lent bondim 1 was present I his in incorrect 
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formed. ( 'is trans isomcrization docs not rely on the formation of a covalent hand. 

Third, the Lxaminer questions the identiu of the "bone-fide" L.L-isomer. particularly 
whether it is in the cis or trans conformation and whether a covalent bond between the boron and 
nitrogen is present. The NMR spectrum of the "bone-fide" L.L-isomer, presented as exhibit C in 
the previously filed Declaration, is the spectrum of the trans-L.L-isomer, with no covalent bond 
present. The Applicant apologizes for not more clcarK identifying the structure to which the 
spectrum pertains and regrets any confusion this ma\ have caused. 

Yet another reason given by the Lxaminer for rejecting the statements of the April 1. 
1999 Bachovchin Declaration is that the Lxaminer dimply doubts the existence of a cyclic trans 
isomer (see final Office Action of June 24. 19^0. page 4. line 5-6). The Lxaminer is correct in 
that the trans isomer does not form a evelic structure. ! lowever, the cis isomer does. NMR data 
provided with the April K 1999 Bachovchin Declaration supports the existence of a cyclic cis 
isomer; if those data, in combination w ith the present Response are insufficient to convince the 
Lxaminer of Applicant's position. Applicant respectfully requests that the Lxaminer provide 
more specific reasons for challenging the data e\ idencing existence of the structure. 

A final reason given by the Lxaminer for finding the Bachovchin Declaration and related 
arguments unpersuasive is that the Lxaminer asserts that a second pass of the mixture described 
in the Bachovchin JBC reference through silica gel would provide higher purity, as recited in the 
present claims greater than 95% purity). Once again, this statement reveals the Lxaminefs 
misunderstanding of the science. Silica gel chromatography separates cis isomers from trans 
isomers, but does not separate L,L isomers from L.I) isomers. Thus, no number of passages 
through silica gel could result in a composition with the claimed isomeric purity. 

Lor all of these reasons. Applicant submits lhat the Lxaminer has inappropriately rejected 
the statements and assertions made in the April L 1 Bachovchin Declaration. That 
Declaration, in combination with arguments made both in the December 22. 1999 Response to 
Linal Office Action and herein, amply demonstrate that the Bachovchin JBC reference is not 
enabling; performance of the steps recited in that reference docs not produce the claimed 
compositions. 

L i irtlv.-rmnp' the Lviminer's maintenance Mf'thc ehim rejection oxer' the Bachovchin 
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the second example presented in the Advisory Action of I cbruary 1 . 2000. The Hxaminer states 

"if chemist published a structure of compound "X". and it turned out that the structure he had 

determined was not correct, a later chemist would be barred from claiming the published 

structure for a compound "Y", even if the later chemist were entirely correct in his structure 

determination." This is not the law. As is clearly stated in In re Wiggins. 488 l ; .2d 538. 179 

I SPO 42 1 (CCPA 1983): 

The mere naming of a compound in a reference, without more, 
cannot constitute a description of the compound, particularly w hen, as in 
this case, the evidence of record suggests that a method suitable for its 
preparation w as not developed until a date later than that of the reference. 

If we were to hold otherwise, lists of thousands of theoretically 
possible compounds could he ucnomtcd ;md nnhlishod which n^nminc it 

1 t " ~ " O 1 ■ - " - - ...... 

would be within the level of skill in the art to make them, would bar a 
patent to the actual discoverer of a named compound no matter how 
beneficial to mankind it might be. In view of the tact that the purpose 
sought to be effectuated by the patent law is the encouragement of 
innovation, such a result would be repugnant to the statute. 

(See also In re Donohue, 766 F.2d 531, 226 USPQ 619 (f ed. Cir. 1985)). 

The Hxaminer also apparently misunderstands the facts of the present case. In the 
Advisory Action of February 1. 2000, the Hxaminer sets out a "third example" (beginning on 
page 2 at line 15). which the Hxaminer characterizes as "closer to the case at hand" than the 
second example discussed above. The Hxaminer say s "if a first chemist publishes a structure of 
compound "X". and he later turns out to be absolutely correct, a second chemist would not be 
granted a patent claim for the structure of compound "X" merely because the first chemist had 
admitted that he w as not absolutely certain of the structure." The issue in the present case is not 
that the authors of Bachovchin JBC were uncertain that they had achieved ^5°n optical purity , 
but rather that they did not in fact achieve such purity. 1 bus. the present situation is closer to 
Hxample 2 and not I xample 3. 

In light of the evidence presented and arguments made herein. Applicant respectfully 
requests that the rejection over the Bachovchin JBC reference by removed. 

This leaves only C.S. Patent 4. 935. 493 by Bachovchin ct a/., the publication of the 





Sci. I SA NX: 1 >M>- 1 55 l >. February 1991). As has already been established, these publications do 
not teach or surest a mixture of isomers at least 96% enriched lor molecules of the L- 
conlieuration at the carbon atom bearing boron, as recited in the present claims. In fact, the 
Kxaminer acknowledges that the '493 patent does not form the basis for a proper si 102 rejection. 
And the Iwaminer has not challenged the assertion by the Applicant that it would not have been 
obvious to switch from silica gel to a CI 8 matrix to purity the desired compound. The remaining 
legal question, then, is w hether the disclosure of these references would both (i) motiv ate a 
chemist of ordinarv skill to try to prepare a composition comprising at least 96% of one isomer: 
and (ii ) provide sufficient guidance for the preparation of such a composition that a chemist 
would hav e a reasonable expectation of success. Quite simply, these references do not contain 
any disclosure that would direct a chemist of ordinary skill to prepare ;i rnmnnsition with at least 
96% of the carbon atoms bearing boron being of the L-configuration. Moreov er, ev en if the 
references were to suggest that it might be desirable to prepare such a composition. Applicant 
has previously pointed out that no method or strategy for obtaining such a composition is 
provided. The Hxaminer does not dispute that the *493 patent contains no description of method 
for preparing an isomerically biased composition. In light of this, these publications cannot 
render obvious the present claims. 

In view of the forgoing arguments. Applicant respectfully submits that the present case is 
now in condition lor allowance. A Notice to that effect is requested. 

Please charge any fees that may be required for the processing of this Response, or credit 
any overpayments, to our Deposit Account No. 03-1721. 



Respectfully submitted. 
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In re WIGGINS, JAMES, AND GITTOS, 179 USPQ 421 (CCPA 1973) 

In re WIGGINS, JAMES, AND GITTOS 

(CCPA) 
179 USPQ 421 

Decided Oct. 11, 1973 
No. 8806 

U.S. Court '*f Customs and Patent Appeals 



Headnotes 



PATENTS 

1. Claims — Indefinite — In general (§ 20.551) 

If scope of invention sought to be patented is unclear from language of claim, a rejection will lie 
under second paragraph of 35 U.S.C. 1 12 

2. Patentability — Anticipation — In general (§ 51.201) 
Specification — Sufficiency of disclosure (§ 62.7) 

Rejection of compound claims for anticipation under 35 U.S.C. 102(b) does not preclude reliance on 
additional evidence to show that one of ordinary skill in the art w ould have known how to prepare 
claimed compounds at time alleged invention was made, where it might be reasonably doubted that 
eference or patent application satisfies section 102 or section I 12, other references can be cited as 
evidence of level of skill in the art 



3. Patentability — Anticipation — In general (§51.201) 
Patentability — Invention — In general (§ 51.501) 

Naming of compounds by reference does not constitute a description of invention w ithin meaning of 
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evidence suggests that a method suitable for its preparation was not developed until a date later than that 
of reference; compounds so named are not "described in a printed publication" as meant by section 
102(b); however, naming of compound may be used as evidence of obviousness under section 103 for all 
it fairly suggests to one of ordinary skill in the art 

4. Patentability — Evidence of — In general (§ 51.451) 

In evaluating whether rejection under 35 U.S.C. 103 is proper, evidence not pertinent to a rejection 
under section 102(b), such as commercial success, unexpected results, etc , may have relevance. 

Particular patents — Barbituric Acids 

Wiggins, James, and Gittos, Barbituric Acids, claim 2 of application allowed, claims 1 and 10 refused. 



Case History and Disposition: 



Page 421 

Appeal from Board of Appeals of the Patent Office. 

Application for patent of Leslie Frederick Wiggins, John William James, and Maurice Ward Gittos, 
Serial No. 526,707, filed Feb. 1 1, 1966; Patent Office Group 120 From decision rejecting claims 1, 2, 
and 10, applicants appeal Affirmed as to claims 1 and 10; reversed as to claim 2. 

Attorneys: 

JANES & CHAPMAN (LELAND L CHAPMAN and JOHNR JANES of counsel) both of New 
York, N. Y., for appellants. 

S \\M COCHRAN (JACK E ARY10RE of counsel) for Commissioner of Patents 
Judge: 

Before MARKEY. Chief Judge, and RICH. ALMOND. R A EDWIN, and LANE. Associate Judges 

Opinion Text 

Opinion By: 

ALMOND, Senior Judge 
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rejection of claims 1, 2, and 10 of appellants' application 1 directed to compounds useful for treating 
Parkinson's disease. All these claims were rejected under 35 L' S C 102(b) and claims 1 and 10 were 
rejected under 35 U S C 1 12 We reverse in part and affirm in part 

Invention 

Appellants' invention is most broadly set forth in claim 1 reproduced below: 

1 A compound hav ing anti-Parkinsonism activ ity selected from the class consisting of 
compounds of the formula: 

(imp/iic material consisting of a chemical formula or diagram set at this point is not available . 
See text in hardcopy or call HNA PLUS at l-S00-452-~*~3 or 202-452-4323. 



and pharmaceutical!)' acceptable salts thereof, in which formula X is selected from the group 

consisting of oxygen and sulphur, R |is selected from the group consisting of: 

Graphic material consisting of a chemical formula or diagram set at this point is not available. 

See text in hardcopy or call HNA PLUS at 1-H00-452-777 3 or 202-452-4323. 

wherein R ^represents lower alkyl. 

Page 422 

R Represents lower alkyl and A represents a group selected from the class consisting of 

unsubstituted and methyl-substituted straight-chain alkylene of two to three chain carbon atoms; 

Graphic material consisting of a chemical formula or diagram set at this point is not available. 

See text in hardcopy or call HNA PLUS at 1-S00-452-7773 or 202-452-4323. 

represents a saturated heterocyclic group of five to seven ring atoms, from one to two nitrogen 

atoms, and up to one oxygen aton\ and A represents a group selected from the class consisting of 

unsubstituted and methyl-substituted straight-chain alkylene of two to three chain carbon atoms: 

and 

(C) R s-(CH 2)" wherein n is a positive whole number up to 2 and R sis a saturated 
heterocyclic group of five to seven ring atoms, up to one oxygen atom and from one to two 
nitrogen atoms, said heterocyclic group containing a member selected from the group consisting 
of unsubstituted and lower-alkvl-substituted basic ring nitrogen atoms spaced away from the 
adjacent carbonyl groups in the barbituric acid ring by from three to five carbon atoms, and R 21s 
selected, when X is oxvgem from the group consisting of 

(D) phenyl, halogenophenyl. hvdroxvphenvl. lower alkviphenvl and lower alkoxyphenyl. 
and when X is sulphur, from the group consisting of: 

(E) phenyl., halogenophenyl, hydroxyphenyl, lower alkylphenyl, lower alkoxyphenyl, 
cyclohexyl, benzyl and straight-chain and branched chain alkyls having from three to seven carbon 
atoms 
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When X is oxygen, the compounds embraced by claim 1 are referred to as "oxobarbituric acids." 
Similarly, when X is sulfur, the compounds are referred to as "thiobarbituric acids." According to 
appellants' specification, these compounds are useful for the treatment of Parkinson's disease (paralysis 
agitans), a disease of the nerxous system sometimes referred to as "shaking palsy." 

The compounds encompassed by the claims can, for the most part, be prepared by a process well 
known to the prior art involving the condensation of urea or thiourea with a disubstituted malonic ester in 
the presence of a retluxing solution of sodium in an alcohol (a sodium alcoholate). The disubstituted 
malonic ester has the formula: 

Graphic material consisting of a chemical formula or diagram set at this point is not available. See text 
in hardcopy or call BNA PLUS at /- ( S0()-452-~^~3 or 202-452-4323. 

wherein R is a lower alkyl group, preferably ethyl Appellants term this process a "high temperature 
condensation." 

Appellants found that certain oxo-and thiobarbituric acids could not be prepared this way because the 
malonic ester required for the synthesis was unstable and decomposed in the retluxing solvent The 
malonic esters susceptible to this decomp ^sition are described by appellants as those having the formula 
(iraphic material consisting of a chemical formula or diagram set at this point is not available. See text 
m hard copy or call BNA PUIS at 1-S00-452- or 202-452-4323. 

wherein R ] represents: 

Graphic material consisting of a chemical formula or diagram set at this point is not available. 
See text in hard copy or call BNA PLUS at /SOO-452-7773 or 202-452-4323. 
wherein R 3 represents a lower alkyl group and A represents an unsubstituted or 
methyl-substituted straight-chain alkyiene radical having 2 or 3 chain carbon atoms; or 
Graphic material consisting of a chemical formula or diagram set at this point is not available. 
See text m hardcopy or call BNA PLUS at l-S00-452-' 7 773 or 202-452-4323. 
wherein 

Graphic material consisting of a chemical formula or diagram set at this point is not available. 
See text in hard copy or call BNA PLUS at [S00-452-7' 7 ' 7 3 or 202-452-4323. 
represents a heterocyclic group containing from five to seven ring atoms and A represents an 
unsubstituted or methyl-substitute J straight-chain alkyiene radical having 2 or 3 chain carbon 
atoms, or 

(C) R 5- (CM 2)n -. wherein n is 1 or 2 and R srepresents 2-pvridvl or 
N-methyl-2-piperidinvl; and 

Z represents hydrogen or at least one halogen, lower alkyl or lower alkoxy substituent, provided 
that when R represents a dimethylaminoalkyl group which is not substituted by methyl in the alpha 
position of the alkyl group. Z cannot represent hydrogen, but must be at least one halogen, lower 
alkvl or lower alkoxv substituent 
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Page 423 

at this temperature only the thiobarbituric acids could be obtained since urea, unlike thiourea, would not 
undergo condensation. Therefore, in order to obtain oxobarbituric acids which could not be prepared by 
the prior art process, appellants added yet another refinement to their process. First, they prepared the 
thiobarbituric acid analogue of the desired oxobarbituric acid which was then oxidized by a know n 
process to the corresponding oxobarbituric acid. Appellants refer to this process as a "low temperature 
condensation." 

Opinion 
Rejection Under § 112 

In support of the rejection of claims l and 10 under § 1 12, the examiner, in his "Supplemental 
Examiner's Answer On Remand," made the following observations: 

i iiv^ v.1 1 1 1 1 1 1 iv.; i ki \ji 

Graphic material consisting of a chemical formula or diagram set at this point is not available. 

See text in hard copy or call HNA PLUS at J-S00-452-7773 or 202-452-4323. 

and "R 5" are indefinite and too broad. The definitions particularly point out the nature of only 

one, two, or three, of the five to seven ring atoms. The claims are indefinite as to what other ring 
atoms can be present. The claims are also indefinite as to what and how many substituents the 
heterocyclic groups can have, if any. The claims are too broad in that there is no proper support 
for such rings as pyrazolidinyl, isoxazolidinyl, oxadiazolidinyl, etc. —i.e. rings wherein the 
heteroatoms are not separated by ;arbon atoms. 

Re the rejection as failing to properly define the invention, appellants argue first that "a 
saturated heterocyclic group of * * * from one to two nitrogen atoms, and up to one oxygen 
atom" means "a saturated heterocyclic group in which the heteroatoms are all selected from the 
group consisting of from one to two nitrogen atoms and up to one oxygen atom". Conceded!}', 
this is a possible construction of the language, but the language is open to other interpretations. * 
* * Support for appellants' construction may be found in the fact that the specification discloses 
only heterocyclic groups containing nitrogen or nitrogen and oxygen. 

It would appear that the examiner w as of the opinion that appellants w ere claiming an invention that 
was broader than any described in their specification (a 1st paragraph, $112 rejection) and were not 
distinctly claiming that which they regarded as their invention (a 2nd paragraph, $ 1 12 rejection) The 
board agreed with the examiner's rejection, commenting, in part, as follows' 

Appellants' arguments do not persuade us of error in the examiner's rejection. The 
terminology employed is so loose as to be indefinite and to be entirely speculativ e as to the 
inclusion of groups forming final products having the therapeutic activ ity herein required * * * 

It must also be noted that the claim terminology is so broad that it does not even require 
that the heterocyclic group contain a carbon atom Heterocyclic ring systems containing 
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having the properties herein claimed 

[1] In our view, the rejection under §112 was properly made, at least insofar as it was based on the 
2nd paragraph of § 1 12. That paragraph requires the applicant to "particularly point out and distinctly 
~laim the subject matter sought to he patented " In re Borkowski, 57 CCPA 946, 95 1 , 422 F 2d 904, 
909, 164 USPQ 642, 645 ( 1970). If the scope of the invention sought to be patented is unclear from the 
language of the claim, a second paragraph rejection will properly lie. 

In the instant case, the Patent Office questions whether the term "heterocyclic group" as defined in 
the claims possesses the requisite defmiteness. Both the examiner and the board felt the term was not 
precise enough to allow the scope of the claims involved to be accurately determined. Appellants seek to 
overcome their specific criticisms by arguing that 

* * * the claims clearly define the maximum breadth, namely, heterocyclic rings containing 
carbon and nitrogen, or carbon, nitrogen, and oxygen, having from five to seven ring atoms, one 
or two nitrogen atoms, and up to one oxygen atom. This is a rather limited scope, as heterocyclic 
rings go. There are many more heterocyclic compounds excluded by the claims than are included 
by them, such as, for instance, heterocyclic rings containing the two or more oxygen atoms, three 
or more nitrogen atoms, or one or more sulfur atoms, as well as other types of hetero atoms. 

However, we agree with the examiner that appellants' interpretation of the scope of the claim is but 
une possible construction and that other, broader constructions are possible that are not unreasonable in 
light of the words of the claims Words in claims are to be given "their broadest reasonable interpretation 
consistent with the specification where the patent has not yet issued and the applicant has an opportunity 
to change them." In re Finsterwalder, 58 CCPA 871, 876,*436 F.2d 1028, 1032, 168 USPQ 530, 534 
(1971). 
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Applying this standard to claims 1 and 10, it is our view that the board was correct when it concluded 
that the "heterocyclic group" in those claims could be interpreted to include other members than those 
noted by appellants. Furthermore, the examiner, in his answer, indicated that appellants had support in the 
specification for a claim of the same scope that appellants would now have us give claims 1 and 10. 
Therefore, we do not think it would have been difficult to employ language in the claims precisely 
limiting them to that scope 

In view of our affirmance of the rejection under ^ 1 12 on the ground that the claims do not satisfy the 
requirements of the 2nd paragraph, it is not necessary for us to consider whether a rejection made under 
the 1st paragraph would have been justified 

Rejection Under Section 102(b) 

The rejection of claims L 2 and 10 under section 102(b) w as based upon an article ~ published bv 
Giudicelli et al (Giudicelli) This reference reports the syntheses of a number of oxobarbituric acid 
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compounds that do, phenyl-beta-piperidinoethyl barbituric acid and phenyl-beta-morpholinoethyl 
barbituric acid, whose syntheses were unsuccessfully attempted The examiner recognized that the failure 
of Giudicelli to make these compounds w as a defect in the reference Therefore, he cited a second 
reference, a patent to Donnison. ' which discloses a process for making oxo- and thiobarbitunc acids 
This process is similar to appellants' low temperature process 

The examiner concluded that Donnison's process could be used to prepare the compounds named by 
Giudicelli. The significance of this conclusion can be seen from the legal analysis of that situation, stated 
by him as follows: 

Giudicelli et al could not prepare these compounds by their chosen method. However, the 
test of an "enabling disclosure" is not w hether the reference teaches how to make the compounds, 
but whether the reference taken with the remainder of "the prior art is such as to place the 
disclosed 'compound' in the possession of the public." 

The examiner's authority for this test w as the decision of this court in In re Brown, 5 1 CCPA 1 254, 
329 F. 2d 1006, 141 USPQ 245 (1%4). See also In re LeGrice, 49 CCPA 1124,301 F. 2d 929, 133 
USPQ 365 (1962); In re Sheppard. 52 CCPA 859, 339 F.2d 238, 144 USPQ 42 (1964); hire 
Hoeksema, 55 CCPA 1493, 399 F.2d 269, 158 USPQ 596 (1968), In re Collins, 59 CCPA I 170, 462 
F.2d 538, 174 USPQ 333 (1972). In his view, Giudicelli is an "enabling disclosure" since Donnison's 
process could be used to make the named compounds, thereby putting them in the possession of the 
public. The board agreed. 

The examiner's rationale necessarily presumes that Giudicelli both describes the invention and would 
enable one skilled in the art to make the invention, the former by merely naming the compounds and the 
latter by viewing Donnison as evidence that one skilled in the art could make the named compounds, 
thereby making them available to the public. 

Appellants argue that the rejection is improper since Giudicelli by itself does not disclose all that is 
necessary to put the compounds in the hands of the public. Because the Patent Office had to rely upon 
Donnison to overcome this defect in Giudicelli, appellants insist that the rejection must be considered as 
having been made over a combination of references In their view, a rejection based upon a combination 
of references is proper only if the statutory basis is 35 U.S.C. 103. Alternatively, appellants argue that the 
process taught by Donnison could not be used to make the named compounds. 

The solicitor states the issue as to whether $ 102(b) can be the proper statutory basis as follows 

Does the rejection of compound claims for anticipation under 35 U.S.C. 102(b) preclude 
reliance on additional evidence to show that one of ordinary skill in the art would have known 
how to prepare the claimed compounds at the time appellants' alleged invention was made 0 

[2] The answer to the solicitor's question, and certainly the one desired by him, must be "No" Every 
patent application and reference relies to some extent upon know ledge of persons skilled in the art to 
complement that disclosed in order that it be "enabling" within the meaning of § 1 12 and to satisfy the 
requirements of a reference under § 102 For example, a reference describing an oil refinery need not 
describe how to make bolts and rivets in order to be considered "enabling " The hypothetical just stated is 
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art 



[3] However, we do not think that the outcome of this case revolves about the answer to the 
above-stated question. The detect in the issue, as stated by the solicitor, is that it presumes 



that the naming of the compounds by Giudicelli constitutes a description of the inv ention within the 
meaning of § 102(b). We do not accept this presumption. In our view Giudicelli's listing of the 
compounds by name constituted nothing more than speculation about their potential or theoretical 
existence The mere naming of a compound in a reference, w ithout more, cannot constitute a description 
of the compound, particularly w hen, as in this case, the evidence of record suggests that a method 
suitable for its preparation was not developed 4 until a date later than that of the reference. 

If we were to hold otherwise, lists of thousands of theoretically possible compounds could be 
generated and published which, assuming it w ould be w ithin the level of skill in the art to make them, 
would bar a patent to the actual discoverer of a named compound no matter how beneficial to mankind it 
might be. In view of the fact that the purpose sought to be effectuated by the patent law is the 
encouragement of innovation, such a result would be repugnant to the statute. Therefore, we hold that 
the compounds named in Giudicelli and within the scope of the claims in issue were not "described in a 
printed publication" as meant by the applicable portion of § 102(b). This dictates a reversal of the 
rejection of claims 1, 2 and 10 under that section 

Our holding does not mean that a reference merely naming a compound is without effect at all. It may 
be used as evidence of obviousness under ^ 103 for all it fairly suggests to one of ordinary skill in the art. 
In fact, the solicitor suggests in his brief that it wouldn't matter in this case whether we view the statutory' 
basis of the rejection as § 102(b) or § 103. We cannot agree. 

[4] In evaluating whether a rejection made under ij 103 is proper, evidence not pertinent to a rejection 
made under § 102(b) may have relevance i.e., commercial success, unexpected results, etc. For example, 
evidence of commercial success no matter how striking could not overcome a rejection of a claim based 
on its lack of novelty. It simply is not relevant or material to that point. Therefore, since we do not know 
what additional evidence appellants might have been able to present if their claims had been rejected 
under § 103, it would not be proper for us to conjecture whether such a rejection might be sustained. 

For the foregoing reasons, the rejection of claims 1 and 10 under 3 5 U.S.C. 1 12 is affirmed , and the 
rejection of claims 1. 2 and 10 under 35 ISC 102(b) is reversed. 



Page 425 



Footnotes 



Footnote 1 



Serial No. 520,707 filed February 1 1, 1966. 



Footnote 2 



Annales Pharm Franeaises, Vol. 15. 1057, pp. 533-546 



Footnote 3 



l T S 2.876.22* issued March ^ 1<)S<> 
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and concluded that it could be used to prepare the claimed compounds As this is irrelevant to our 
decision, we express no opinion on this point 



- End of Case - 
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